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REMARKS 

Claims 21-40 are pending in the present application. 

Claims 21-40 were rejected in the July 30, 2007 Office Action. 

No claims have been allowed. 

Claims 21, 25, 28, 30-32, 34 and 36 are amended herein. 
Claims 21-40 remain in the present application. 
Reconsideration of the claims is respectfully requested. 

I. AMENDMENTS TO THE CLAIMS 

Independent Claims 21, 28 and 34 are amended to make clear that the target base station is 
configured to determine whether it is able to support a high speed packet data call that is to be 
handed off based on supplemental channel configuration information provided by the source base 
station and that the source base station is configured to hand off the high speed packet data call on 
the supplemental channel subsequent to the target base station determining that it is able to support 
the high speed packet data call. Accordingly, no new matter is added by these amendments. 

II. REJECTION UNDER 35 U.S.C. § 103 

The Examiner rejected Claims 21-22 and 28 under 35 U.S.C. §103(a) as being unpatentable 
over U.S. Patent No. 6,167,270 to Rezaiifar ("Rezaiifar") in view of U. S. Patent No. 6,418,148 to 
Kumar, et al ("Kumar"). The Examiner rejected Claims 23 and 29 under 35 U.S.C. §103(a) as 
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being unpatentable over Rezaiifar in view of Kumar as applied to claim 22, and further in view of 
U.S. Patent Application Publication No. 2002/0141370 to Abrol ("AbroF). The Examiner rejected 
Claims 24-25 and 30-33 under 35 U.S.C. §103(a) as being unpatentable over Rezaiifar in view of 
Kumar as applied to Claims 22 and 28 above, respectively, and further in view of U.S. Patent 
Application Publication No. 2002/0147020 to Iguchi ("Iguchi"). The Examiner rejected Claim 26 
under 35 U.S.C. §103(a) as being unpatentable over Rezaiifar in view of Kumar and Iguchi as 
applied to Claim 24 above, and further in view of U.S. Patent No. 6,947,398 to Ahmed (* Ahmed"). 
The Examiner rejected Claim 27 under 35 U.S.C. § 103(a) as being unpatentable over Rezaiifar in 
view of Kumar, Iguchi and Ahmed as applied to Claim 26 above, and further in view of U.S. Patent 
No. 5,329,635 to Wadin ("Wadin"). The Examiner rejected Claims 34-38 under 35 U.S.C. §103(a) 
as being unpatentable over Rezaiifar in view of Kumar, Abrol, Iguchi, Ahmed and Wadin. The 
Examiner rejected Claims 39-40 under 35 U.S.C. §103(a) as being unpatentable over Rezaiifar in 
view of Kumar, Abrol, Iguchi, Ahmed and Wadin as applied to Claim 14 above, and further in view 
of the IS-95 CDMA and cdma2000 text. Of these, Claims 21, 28 and 34 are independent. These 
rejections are respectfully traversed for the reasons discussed below. 

In ex parte examination of patent applications, the Patent Office bears the burden of 
establishing a prima facie case of obviousness. (MPEP § 2142; In reFritch, 972 F.2d 1260, 1262, 23 
U.S.P.Q.2d 1780, 1783 (Fed. Cir. 1992)). The initial burden of establishing a prima facie basis to 
deny patentability to a claimed invention is always upon the Patent Office. {MPEP § 2142; In re 
Oetiker, 977 F.2d 1443, 1445, 24 U.S.P.Q.2d 1443, 1444 (Fed. Cir. 1992); In rePiasecki, 745 F.2d 
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1468, 1472, 223 U.S.P.Q. 785, 788 (Fed. Cir. 1984)). Only when a prima facie case of obviousness 
is established does the burden shift to the Applicant to produce evidence of nonobviousness. (MPEP 
§ 2142; In re Oetiker, 977 F.2d 1443, 1445, 24 U.S.P.Q.2d 1443, 1444 (Fed. Cir. 1992); In re 
Rijckaert, 9 F.3d 1531, 1532, 28 U.S.P.Q.2d 1955, 1956 (Fed. Cir. 1993)). If the Patent Office does 
not produce a prima facie case of unpatentability, then without more the Applicant is entitled to grant 
of a patent. (In re Oetiker, 977 F.2d 1443, 1445, 24 U.S.P.Q.2d 1443, 1444 (Fed. Cir. 1992); In re 
Grabiak, 769 F.2d 729, 733, 226 U.S.P.Q. 870, 873 (Fed. Cir. 1985)). 

A prima facie case of obviousness is established when the teachings of the prior art itself 
suggest the claimed subject matter to a person of ordinary skill in the art. (In re Bell, 991 F.2d 781, 
783, 26 U.S.P.Q.2d 1529, 1531 (Fed. Cir. 1993)). To establish a prima facie case of obviousness, 
three basic criteria must be met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art, to 
modify the reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) must teach or 
suggest all the claim limitations. The teaching or suggestion to make the claimed invention and the 
reasonable expectation of success must both be found in the prior art, and not based on the 
Applicant's disclosure. (MPEP § 2142). 

In order to establish obviousness by combining references there must be some teaching or 
suggestion in the prior art to combine the references. (Arkie Lures, Inc. v. GeneLarew Tackle, Inc., 
119 F.3d 953, 957, 43 U.S.P.Q.2d 1294, 1297 (Fed. Cir. 1997) ("It is insufficient to establish 
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obviousness that the separate elements of an invention existed in the prior art, absent some teaching 
or suggestion, in the prior art, to combine the references."); In reRouffet, 149 F.3d 1350, 1355-56, 
47U.S.P.Q.2d 1453, 1456 (Fed. Cir. 1998) ("When a rejection depends on a combination of prior art 
references, there must be some teaching, or motivation to combine the references.")). 

Evidence of a motivation to combine prior art references must be clear and particular 
if the trap of "hindsight" is to be avoided. (In re Dembiczak, 175 F.3d 994, 50 U.S.P.Q.2d 1614 
(Fed. Cir. 1999) (Evidence of a suggestion, teaching or motivation to combine prior art references 
must be "clear and particular." "Broad conclusory statements regarding the teaching of multiple 
references, standing alone, are not 'evidence. 5 "); In reRoufett, 149 F.3d 1350, 1357, 47 U.S.P.Q.2d 
1453, 1457 (Fed. Cir. 1998) ("[Rejecting patents solely by finding prior art corollaries for the 
claimed elements would permit an examiner to use the claimed invention itself as a blueprint for 
piecing together elements in the prior art to defeat the patentability of the claimed invention. Such 
an approach would be 'an illogical and inappropriate process by which to determine 
patentability.'")). 

The Applicant respectfully submits that Rezaiifar fails to disclose, teach or suggest a target 
base station that is "configured to determine whether said target base station is able to support said 
high speed packet data call based on said supplemental channel configuration information, and 
wherein said source base station is further configured to hand off said high speed packet data call on 
said supplemental channel to said target base station during said high speed packet data call 
subsequent to said target base station determining that said target base station is able to support said 
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high speed packet data call," as recited by independent Claim 21 , as amended. Thus, as described in 
the present Application, the supplemental channel configuration information enables the target base 
station to determine in advance whether or not it can support the high speed packet data call, and the 
supplemental channel does not need to be re-established on the target base station after the handoff 
has been completed. Page 33, line 15 - page 34, line 5. 

In contrast, Rezaiifar merely teaches that when a "[r]emote station 6 measures the forward 
link power and determines that the power level received from base station C is higher than the power 
level from base station A," "[t]he forward supplemental channel is then switched from base station A 
to base station C... " Col. 13, lines 12-25. Therefore. Rezaiifar simply teaches that the supplemental 
channel is switched to a base station that has been selected based on strength measurements at the 
remote station . Rezaiifar thus fails to disclose a selected target base station that is able to determine 
before a hand off of a high speed packet data call on a supplemental channel whether or not the target 
base station is able to support the call. 

The remaining cited art fails to disclose this missing element. For example, Iguchi teaches 
that a base station controller (BSC) communicates with a target base station (BTS 3) "by means of 
the established F-Tch," (or forward traffic channel). " Next , the BSC 4 sets up an F-Sch" (or forward 
supplemental channel) "with the target side BTS 3." Para. 96-97 (emphasis added). Iguchi goes on 
to describe the attempted establishment of the supplemental channel: "if the F-Sch bandwidth 
cannot be guaranteed at the target side BTS 3 . . . , then hand-off involving F-Sch is not performed, and 
hand-off by means of F-Tch only is implemented." Para. 1 10. Therefore. Iguchi teaches that an 
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attempt is made to establish the supplemental channel only after the traffic channel has been 
established and, if the attempt is unsuccessful the hand off of the supplemental channel is not 
performed . Accordingly, Iguchi also fails to disclose, teach or suggest a source base station that is 
configured to hand off a high speed packet data call on a supplemental channel to a target base 
station during the high speed packet data call subsequent to the target base station determining that it 
is able to support the high speed packet data call. 

Therefore, for at least these reasons, independent Claim 21, as amended, is not made obvious 
by the cited art, either alone or in combination. Therefore, Applicant respectfully submits that this 
rejection should now be withdrawn. 

Similar to independent Claim 21, independent Claim 28, as amended, recites a target base 
station that is "configured to determine whether said target base station is able to support said high 
speed packet data call based on said supplemental channel configuration information; and 
subsequent to said target base station determining that said target base station is able to support said 
high speed packet data call, handing off said high speed packet data call on said supplemental 
channel from said source base station to said target base station during said high speed packet data 
call," and independent Claim 34, as amended, recites "providing said target base station configured 
to determine whether said target base station is able to support said high speed packet data call based 
on said supplemental channel configuration information, wherein said source base station is further 
configured to hand off said high speed packet data call on said supplemental channel to said target 
base station during said high speed packet data call subsequent to said target base station determining 
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that said target base station is able to support said high speed packet data call." Accordingly, for the 
reasons discussed above in connection with Claim 21, independent Claims 28 and 34, as amended, 
are also not made obvious by the cited art. Therefore, the Applicant respectfully submits that these 
rejections should now be withdrawn. 

Dependent Claims 22-27, which depend from independent Claim 21, dependent Claims 29- 
33, which depend from independent Claim 28, and dependent Claims 35-40, which depend from 
independent Claim 34, are also not made obvious by the cited art because they include the limitations 
of their respective base claims and add additional elements that further distinguish the art. 
Therefore, the Applicant respectfully submits that these rejections should now be withdrawn. 
However, the Applicant reserves the right to dispute in future Office Action responses the 
appropriateness and the applications of the cited references to the dependent claims of the present 
application, including the right to dispute assertions made by the Examiner in the July 30, 2007 
Office Action. 
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SUMMARY 



For the reasons given above, the Applicant respectfully requests reconsideration and 
allowance of the pending claims and that this application be passed to issue. If any outstanding 
issues remain, or if the Examiner has any further suggestions for expediting allowance of this 
application, the Applicant respectfully invites the Examiner to contact the undersigned at the 
telephone number indicated below or at jmockler@munckbutrus.com. 

The Commissioner is hereby authorized to charge any additional fees connected with this 
communication or credit any overpayment to Deposit Account No. 50-0208. 



P.O. Drawer 800889 

Dallas, Texas 75380 

Phone: (972) 628-3600 

Fax: (972)628-3616 

E-mail: jmockler@munckbutrus.com 



Respectfully submitted, 



MlINCK BUTRUS, P.C. 




Date: October 30, 2007 



John T. Mockler 
Registration No. 39,775 
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